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DETAILED ACTION 
Status of the Application 

Claims 1-39 are pending. 

Applicant's amendment of claims 15, 25-37, 39 in a communication filed on 1/14/2005 is 
acknowledged. 

This application contains claims 1-13 and 16-20 drawn to an invention non-elected with traverse 
in a communication filed on 5/13/2004. A complete reply to the final rejection must include cancellation 
of non-elected claims or other appropriate action (37 CFR 1.144) See MPEP § 821.01. Claims 14-15 and 
21-39 are under consideration and are being examined herein. 

Rejections and/or objections not reiterated from previous office actions are hereby withdrawn. 

Information Disclosure Statement 

1. The information disclosure statement (IDS) submitted on 1/14/2005 is acknowledged. The 
submission is in compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Specification 

2. The abstract of the specification is objected to as it contains legal phraseology. See, for example, 
the term "said". Appropriate correction is required. 

Claim Rejections - 35 USC § 112, Second Paragraph 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 



Application/Control Number: 09/869,334 Page 3 

Art Unit: 1652 

4. Claims 15, 25-36 remain rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. This rejection as it relates to claim 15 is necessitated by amendment. 

5. Claim 15 is indefinite in the recitation of "about 99% homology" for the following reasons. The 
term "about" can be interpreted as "less than" and/or "more than". Since neither the specification nor the 
claim has defined "about 99% homology", one would not be reasonably apprised of the scope of the 
invention. In addition, the term "homology" is found indefinite since one cannot determine if Applicant's 
intended meaning of the term is "identity" and the term has not been defined in the specification. As 
known in the art, sequence identity and sequence homology are not equivalent terms. The calculation of 
sequence homology takes into consideration the type of mismatches, i.e. even mismatches contribute to 
the % homology value, whereas mismatches do not have any weight in the calculation of sequence 
identity, i.e. only exact matches contribute to the % identity value. For examination purposes, it will be 
assumed that the term reads "at least 99% identity". Correction is required. 

6. Claims 25-28 (claims 29-36 dependent thereon) remain indefinite due to the recitation of "treated 
product of the culture". Applicants argue that based on the teachings of the specification, one of skill in 
the art would understand that the term includes dried cells, lyophilized cells, cells treated with surfactants, 
cells treated with enzymes, cells treated with ultrasonication, cells treated with mechanical milling, cells 
treated with solvents, protein fractions of the cells, or immobilized product of cells. This argument is not 
found persuasive. While it is agreed that the specification exemplifies what could be considered a 
"treated product of the culture", the specification does not define the term as encompassing only what has 
been exemplified As such, the term may encompass other items in addition to what has been 
exemplified which cannot be determined in view of the fact that one of skill in the art cannot establish the 
scope of the term "treated". It is suggested that claims 25-28 be amended to include the limitations of 
claim 37 as they relate to the term "treated product of the culture". If the suggested amendment is made, 
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claim 37 would have to be canceled As previously indicated, for examination purposes, it will be 
assumed that the term reads "any fraction of the culture". Correction is required. 

Claim Rejections - 35 USC § 112, First Paragraph 

7. The following is a quotation of the first paragraph of 35 U.S. C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. 

8. Claim 15 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. This is a new matter 
rejection necessitated by amendment. 

Claim 15 is now directed (as interpreted) to a DNA encoding a polypeptide consisting of an 
amino acid sequence having at least 99% sequence identity with the amino acid sequence of SEQ ID NO: 

1, and having the ability of producing the recited conpounds from the recited substrates. While 
Applicants assert that support for this amendment is found in the specification as it discloses SEQ ID 
NO: 1, 2, 41 and 42, as well as in the fact that SEQ ID NO: 42 is 99.7% homologous to SEQ ID NO: 1, 
this argument is not found persuasive. The Examiner acknowledges Applicant's assertion regarding the 
degree of homology between SEQ ID NO: 1 and 42, and agrees that there is support for SEQ ID NO: 1, 

2, 41 and 42. However, it is noted that the asserted level of homology between SEQ ID NO: 1 and SEQ 
ID NO: 42 does not provide support for an entire genus of DNAs encoding a polypeptide consisting of an 
amino acid sequence having at least 99% sequence identity with the amino acid sequence of SEQ ID NO: 
1. There is no indication in the specification that in addition to a polynucleotide encoding the polypeptide 
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of SEQ ID NO: 42, a preferred embodiment of the invention is the entire genus of DNAs encoding a 
polypeptide having at least 99% sequence identity to SEQ ID NO: 1. Thus, 

there is no indication that such genus was within the scope of the invention as conceived by Applicants at 
the time the application was filed Accordingly, Applicants are required to cancel the new matter in 
response to this Office Action. 

9. Claims 25-36 remain rejected under 35 U.S.C 112, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. This rejection has been 
discussed at length in the Non Final Action mailed on 7/14/2005. 

10. Applicants argue that it would be clear to a skilled person in the art that the treated products of 
the culture include dried cells, lyophilized cells, cells treated with surfactants, cells treated with enzymes, 
cells treated with ultrasonication, cells treated with mechanical milling, cells treated with solvents, protein 
fractions of the cells, or immobilized product of cells. Furthermore, Applicants submit that these products 
may be used as an enzyme source for the claimed method. 

11. As indicated previously, this rejection was applied in view of the interpretation of the claims as it 
relates to the term "treated product of the culture" ( i.e." any fraction of the culture"). Applicant's 
arguments have been fully considered but are not deemed persuasive to overcome the rejection in view of 
the fact that the claims still recite the term "treated product of the culture". Since the claims have been 
interpreted as directed to process for producing the recited compounds with any fraction of the culture, 
including one which lacks the enzyme, this rejection is maintained for the reasons of record. 
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12. It is noted that this rejection may be overcome by amending claims 25-28 to include the 
limitations of claim 37 in regard to what is encompassed by the term "treated product of the culture". If 
the suggested amendment is made, claim 37 would have to be canceled 

13. Claims 25-36 remain rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for a process for producing the specific compounds recited with (a) the polypeptide 
of SEQ ID NO: 1, or (b) a fraction of a culture containing the polypeptide of SEQ ID NO: 1, does not 
reasonably provide enablement for a process for producing the specific compounds recited with a fraction 
of a culture which does not comprise the polypeptide of SEQ ID NO: 1. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and/or use the invention commensurate in scope with these claims. This rejection has been 
discussed at length in the Non Final Action mailed on 7/14/2005. 

14. Applicants argue that it would be clear to a skilled person in the art that the treated products of 
the culture include dried cells, lyophilized cells, cells treated with surfactants, cells treated with enzymes, 
cells treated with ultrasonication, cells treated with mechanical milling, cells treated with solvents, protein 
fractions of the cells, or immobilized product of cells. Furthermore, Applicants submit that these products 
may be used as an enzyme source for the claimed method. 

15. As indicated previously, this rejection was applied in view of the interpretation of the claims as it 
relates to the term "treated product of the culture 55 ( i.e. "any fraction of the culture"). Applicant's 
arguments have been fully considered but are not deemed persuasive to overcome the rejection in view of 
the fact that the claims still recite the term "treated product of the culture". Since the claims have been 
interpreted as directed to process for producing the recited compounds with any fraction of the culture, 
including one which lacks the enzyme, this rejection is maintained for the reasons of record. 
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16. It is noted that this rejection may be overcome by amending claims 25-28 to include the 
limitations of claim 37 in regard to what is encompassed by the term "treated product of the culture' 5 . If 
the suggested amendment is made, claim 37 would have to be canceled. 



Claim Rejections - 35 USC § 102 

1 7. The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

18. Claim 15 remains rejected under 35 U.S.C. 102(b) as being anticipated by Rivolta et al. 
(Microbiology 144:877-884, 1998; cited in the IDS; GenEMBL accession number AFO 15825, May 
1998). This rejection has been discussed at length in the Non Final Action mailed on 7/14/2005. 

19. Applicants argue that while Rivolta et al. discloses the yjiB gene from B. subtilis, the 
polynucleotide complementary to SEQ ID NO: 2 was not made nor there is direction to make this 
complementary polynucleotide in the document. Furthermore, Applicants submit that Rivolta et al. only 
discloses a predicted function of a presumed ORF and does not disclose an isolated yjiB gene or an 
isolated DNA encoding a polypeptide consisting of an amino acid having about 99% homology with the 
amino acid sequence of SEQ ID NO: 1 and having an activity of producing compound (II-a) or 
compound (Il-b) from compounds (I-a) or (I-b). 

20. Applicant's arguments have been fully considered but are not deemed persuasive to overcome the 
instant rejection. Rivolta et al. teaches an isolated DNA which encodes a polypeptide which is 100% 
sequence identical to the polypeptide of SEQ ID NO: 1. The polypeptide of Rivolta et al. is exactly the 
same size as that of SEQ ID NO: 1 (396 amino acids). As such, the DNA of Rivolta et al. is an isolated 
DNA encoding a polypeptide which is at least 99% sequence identical to SEQ ID NO: 1, which is the 
subject matter of amended claim 15 as interpreted. The Examiner disagrees with Applicant's contention 
that Rivolta et al. does not teach an isolated yjiB gene in view of the fact that the gene of Rivolta et al. 
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had to be isolated to be sequenced Rivolta et al. clearly teaches that the yjiB gene was sequenced (page 
878; Cloning and sequencing). Therefore, the teachings of Rivolta et al anticipate the instant claim as 
written. 



Claim Rejections - 35 USC §103 

2 1 . The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

22. Claim 39 remains rejected under 35 U.S.C. 103(a) as being unpatentable over Rivolta et al. 
(Microbiology 144:877-884, 1998; cited in the IDS; GenEMBL accession number AF015825, May 
1998). This rejection has been discussed at length in the Non Final Action mailed on 7/14/2005. 

23. Applicants argue that while Rivolta et al. discloses the yjiB gene fromB. subtilis, the 
polynucleotide complementary to SEQ ID NO: 2 was not made nor there is direction to make this 
complementary polynucleotide in the document Furthermore, Applicants submit that because Rivolta et 
al. does not teach or suggest an oligonucleotide consisting of 5-60 contiguous nucleotides of SEQ ID 
NO: 2 or a complete complement of such oligonucleotide, it would not have been obvious to one of 
ordinary skill in the art at the time the invention was made to make such a probe just from the start codon 
of the polynucleotide disclosed by Rivolta et al. 

24. Applicant's arguments have been fully considered but are not deemed persuasive to overcome the 
rejection. The Examiner, as previously indicated, acknowledges that the instant reference does not teach 
an oligonucleotide consisting of 5-60 contiguous nucleotides of SEQ ID NO: 2, however, the teachings 
of Rivolta et al. render the claimed invention obvious in view of the fact that Rivolta et al. teaches an 
oligonucleotide comprising the first 3 nucleotides of SEQ ID NO: 2. As indicated previously, one of 
skill in the art would be motivated to construct such an oligonucleotide for use as a probe. For example, 
an oligonucleotide comprising 5-60 contiguous nucleotides of the polynucleotide of Rivolta et al which 
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include the start codon of the polynucleotide of Rivolta et al. can be used to detect structurally 
homologous genes in other species. As previously indicated, the polynucleotide of Rivolta et al. 
comprises all of SEQ ID NO: 2 with only one mismatch at position 462 of SEQ ID NO: 2. Therefore, 
the invention as a whole would have been prima facie obvious to one of skill in the art at the time the 
invention was made. 

Allowable Subject Matter 

25. Claims 14, 21-24 and 38 appear to be allowable over the prior art of record. 

26. Claim 37 appears to be allowable over the prior art of record but it is objected to since it depends 
upon a rejected base claim 

27. Claims 25-36 appear to be allowable over the prior art of record and it would be allowable if 
amended to overcome the 35 USC 1 12, second paragraph rejection and related 35 USC 112, first 
paragraph rejection as indicated above. 

Conclusion 

28. Applicants amendment of claims 15, 25-37, 39 necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

29. Certain papers related to this application may be submitted to Art Unit 1652 by facsimile 
transmission. The FAX number is (571) 273-8300. The faxing of such papers must conform with the 
notices published in the Official Gazette, 1 156 OG 61 (November 16, 1993) and 1 157 OG 94 (December 
28, 1993) (see 37 CFR 1.6(d)). NOTE: If Applicant submits a paper by FAX, the original copy should be 
retained by Applicant or Applicant's representative. NO DUPLICATE COPIES SHOULD BE 
SUBMITTED, so as to avoid the processing of duplicate papers in the Office. 

30. Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PMR) system Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 

3 1 . Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Delia M. Ramirez whose telephone number is (571) 272-0938. The examiner can normally 
be reached on Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Dr. 
Ponnathapura Achutamurthy can be reached on (571) 272-0928. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the receptionist whose 
telephone number is (571) 272-1600. 



Delia M. Ramirez, Ph.D. 
Patent Examiner 
Art Unit 1652 



DR 

March 17, 2005 
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